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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE .3 
THE MAILING DATE OF THIS COMMUNICATION. 



. MONTH(S) FROM 



" %S^J&ZZ££. *" Pf ° V ^ ra ° f 37 1 ■ 1 36 «* " "~ «"* * *»* «" « M MONTHS from the 

" H NO ^ t ^"ZUrZ Bl8 ^ than,hirtV 1301 3 •** within the statutory mini™ of thirty (30) days wi» be consider tfen* 
- if NO penod for reply is specrfied above, the maxjrmin statutory period will apply and will expire SIX (SI MONTH* f,o™ L, „„ , jj/l 

Status 



1 ) K Responsive to communication(s) filed on 7a/ 75, 2002 

2a) H This action is FINAL 2b) □ This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

4,K C ' aim(S) ^'^17, 29-31, 33, an, 42-55 is/are pendjng in ^ app|ication 



4a) Of the above, claim (s) 29-31 
5)D Claim(s) 



6) 63 Claim(s) 1-9, 13-17, 33, and 42-55 

7) D Claim (s) 

8) D Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



. are subject to restriction and/or election requirement. 



Application Papers 

9) □ The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are a)D accepted or □)□ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a) 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 

3. □ Copies of the certified copies of the priority documents have been received in this National Staqe 

application from the International Bureau (PCT Rule 17.2(a)). wiwwi ^age 

*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
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2) □ Notice of Drattsperson's Patent Drawing Review (PTO-948) 5 | Q Notk* of Informal Patent Application (PT0-1 52) 

3) □ Information Disclosure Statement(s) (PT0-1449) Paper No(s). 6) □ Other: 
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Part of Paper No. 20 
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DETAILED ACTION 
Continued Prosecution Application 

1. The request filed on 15 July 2002 (Paper No. 19) for a 
Continued Prosecution Application (CPA) under 37 CFR 1.53(d) 
based on parent Application No. 09/143,828 is acceptable and a 
CPA has been established. An action on the CPA follows. 

2. This application contains claims 29-31 drawn to an invention 
non-elected with traverse in Paper No. 11. A complete reply to 
the final rejection must include cancellation of nonelected 
claims or other appropriate action (37 CFR 1.144) MPEP § 821.01. 

Claim Rejections - 35 USC § 101 

3. Claims 1-9, 13-17, 32-33 and 42-55 are rejected under 35 
U.S.C. 101 because the claimed invention is not supported by 
either a substantial asserted utility or a well established 
utility. 

The reason for the rejection has been set forth in the 
previous office action. 

Claims 1-9, 13-17,32-33 and 42-55 are also rejected under 35 
U.S.C. 112, first paragraph. Specifically, since the claimed 
invention is not supported by either a substantial asserted 
utility or a well established utility for the reasons set forth 
above, one skilled in the art clearly would not know how to use 
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the claimed invention. 

Claim Rejections - 35 USC § 112 

4. Claims 1-9, 13-17, 32-33, 42-55 are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1-9, 13-17, 32-33, and 42-55 encompass the term 
'substantially the same" or 'recombinant type" whose metes and 
bounds ambiguous because no specific structural limitations are 
provided. Claims encompass sequence similarity with hVDR or 
xONRl domains whose metes and bounds are not clear. Applicants 
argue that the specification on page 7 defines the term 
'substantially the same", but the definition encompasses derived 
sequences which appears more generic than the term alleles and 
the metes and bounds are not clear. 

5. Claims 1-9, 13-17,32-33, and 42-55 are rejected under 35 
U.S.C. 112, first paragraph, as containing subject matter which 
was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the 
inventor (s), at the time the application was filed, had 
possession of the claimed invention. This is a written 
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description rejection. 

Claims encompass the DNA or vectors and cells comprising the 
DNA encoding a variant protein which is naturally occurring but 
not disclosed in the specification nor to one of skilled in the 
art. Claimed DNA encoding protein variants encompass a large 
genus of nuclear receptors which are alleles or variants whose 
function has yet to be identified from different species of 
animal because the structure of the newly identified naturally 
occurring receptor is not known. The essential feature of the 
claimed invention is DNA encoding an orphan receptor whose 
function is not known. University of California v. Eli Lilly and 
Co. (CAFC) 43 USPQ2d 1398 held that a generic claim to human or 
mammalian when only the rat protein sequence was disclosed did 
not have written description in the specification. Thus, the 
genus of orphan receptors structure cannot be envisioned. 



Claim Rejections - 35 USC §102 

6. Claims 1-9, 13-15, 32-33, and 42-53 are rejected under 35 
U.S.C. 102(e) as being anticipated by Kausch et al.(A). 

The reason for the rejection has been set forth previously. 

Applicants argue that Kausch teach chromosomal DNA. 
However, the chromosomal DNA comprises the claimed nucleic acid 
especially the generic claims. The newly amended claims are 
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still generic and encompasses the DNA of Kausch. 



7. No claim is allowed. 



8. This is a CPA of applicant's earlier Application No. 

09/143,828. All claims are drawn to the same invention claimed 

in the earlier application and could have been finally rejected 

on the grounds and art of record in the next Office action if 

they had been entered in the earlier application. Accordingly, 

THIS ACTION IS MADE FINAL even though it is a first action in 

this case. See MPEP § 706.07(b). Applicant is reminded of the 

extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS of 
the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire 
on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no, however, event will the 
statutory period for reply expire later than SIX MONTHS from the 
mailing date of this final action. 



9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Michael Pak, whose telephone number is 
(703) 305-7038. The examiner can normally be reached on Monday through Friday 
from 8:30 AM to 2:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Yvonne Eyler, can be reached on (703) 308-6564. 



Official papers filed by fax should be directed to (703) 308-4242. 
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Faxed draft or informal communications with the examiner should be directed to 

(703) 308—0294. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the Group receptionist whose 
telephone number is (703) 308-0196. 

Michael Pak 

Primary Patent Examiner 

Art Unit 1646 

13 September 2002 



